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PETITION DECISION 



This is in response to applicants' petition under 37 CFR 1.144, filed May 28, 1999, requesting 
withdrawal of an improper restriction requirement. The delay in acting on this petition is 
regretted. 

A review of the file history shows that this application was filed under 35 U.S.C. 1 1 1 on January 
30, 1998. The application, as filed, contains claims 1-1 5. The examiner in a first Office action 
mailed January 7, 1999, required restriction of the claims as follows: 

Group I - Claims 1-3 (in part) and 4 drawn to silyl compounds; 

Group II - Claims 1-3 (in part), 5-6 and 14-15 drawn to substituted amines; 

Group III - Claim 7 (in part), drawn to a method of making of silylated compounds; 

Group IV - Claims 7(in part) and 8, drawn to a method of making of substituted amines; 

Group V, Claims 9-13, drawn to a generic method of making a compound (a ligand). 

Applicants replied on January 19, 1999, traversing the restriction requirement on a number of 
grounds, but electing Group V for further consideration, concluding with the statement that if the 
restriction requirement was modified, the provisional election of Group V was automatically 
voided. In an Office action mailed March 25, 1999, the examiner answered applicant's traversal 
of the restriction requirement, maintaining the requirement as previously set forth and examined 
the claims of Group V on the merits, rejecting the claims for various reasons. The restriction 
requirement was made final. Applicant filed this petition on May 28, 1999. 

DISCUSSION 

Restriction requirements in applications filed under 35 U.S.C. 1 1 1 are governed by 35 U S C 
121. Applicants appear to rely on the provisions of M.P.E.P. 803.02, as follows: 



803.02 Restriction - Markush Claims 



2 



PRACTICI: Rli MARKUSI I - TYPI- CLAIMS 

If the members of the Markush group are sufficiently tew in number or so closely related that a search and 
examination of the entire claim can be made without serious burden, the examiner must examine all claims on the 
merits even though they are directed to independent and distinct inventions. In such a case, the examiner will not 
lollow the procedure described below and will not require restriction. 

„vda ^ « In re Weber .198 USPQ .128 (CCPA 1978): and In re Haas. I98USPQ 114 

U CPA 1 978). it ,s improper for the Office to reft.se to examine that which applicant, regard as their invention 
unless the subject matter in a claim lacks unity of invention, In re Hamish . 6.1 1 F 2d 7 16 206 USPO 300 (CCPA 
.980): lis Parte Ho.umi . 3 USPQ2d 1059 (Bd Pat. App ft Int. .984). ^uni^ofrn^^^ 
compounds mcluded withm a Markush group ( 1 ) share a common utility and (2) share a substantial structural feature 
disclosed as being essential to that utility. «.nun 

This subsection deals with Markush - type generic claims which include a plurality of alternatively usable 
substances or members. In most cases, a recitation by enumeration is used because there is no appropriate or Sue 
generic language A Markush - type claim can include independent and distinct inventions. This is true where two or 
more ot the members are so unrelated and diverse that a prior art reference anticipating the claim with respect to one 
ol the members would not render the claim obvious under 35 U S C. 103 with respect to the other memberfs) In 
applications containing claims of that nature, the examiner may require a provisional election of h single species 
prior to examination on the merits. The provisional election will be given effect in the event that the Markush - type 
claim should be found not allowable. Following election, the Markush - type claim will be examined fully with 
respect to the elected species and further to the extent necessary to determine patentability. If Markush - type claim 
is not allowable over the prior art. examination will be limited to the Markush - type claim and claims to Selected 
SSideralion '° patentably distinct from 0,6 elected s P ecies held withdrawn from further 

As an example, in the case of an application with a Markush - type claim drawn to the compound r - R 
wherein R is a radical selected from the group consisting of A. B. C, D. and E. the examiner may require a ~ ' 

fully with respect to the elected species and any species considered to be clearly unpatentable over the elected 
species. If on examination the elected species is found to be anticipated or rendered obvious by prior art the 
U^S? ^ md £ ,aim f t °.. the deC,ed SP™ 5 Shal1 be re J ected ' ^ c,aims t0 *e non - elected species 

f t? 1 S? f*? hand ' S f° Uld "?. ? ri ° r 311 be found that anticipates or renders obvious the elected species the 
earch of the Markush - type claim will be extended. If prior art is then found that anticipates or renders obvious the 
Markush - type claim with respect to a non - elected species, the Markush - type claim shall be rejected and claims to 
the non - elected spec.es held withdrawn from further consideration. The prior art search, however will not be 
extended unnecessarily to cov er all non - elected species. Should applicant, in response to this rejection of the 
Markush - type claim, overcome the rejection, as by amending the Markush - type claim to exclude the species 
anticipated or rendered obvious by the prior art, the amended Markush - type claim will be reexamined. The prior art 
search will be extended to the extent necessary to determine patentability of the Markush - type claim In the event 
prior art is found during the reexamination that anticipates or renders obvious the amended Markush - tvpe claim the 
claim will be rejected and the action made final. Amendments submitted after the final rejection further restricting 
the scope of the claim may be denied entry. * 

The examiner set forth a restriction requirement between claims to compounds and claims to 
methods of making compounds. The compounds set forth in Groups I and II are patentably 
distinct and different compounds. The methods of Groups III and IV are based on the different 
compounds of Groups I and II. The method of group V is to the making of compounds not 
claimed in Groups I and II. Applicant appears to base his arguments primarily on the above 



section of «he M.P.E J>. Applicant first argues with respect to groups I and II (and later also 
Groups II and IV) that the examiner has no authority to base a restriction requirement on 
dividing claims into parts and assigning those parts to different groups of invention. However 
applicant has pointed to nothing which prohibits the examiner from doing so For example a ' 
claim directed to a vacuum cleaner and a food processor would obviously be restricted even 
though each of the inventions ,s contained within the same claim and any restriction requirement 
would of necessity place only part of the claim in each invention group In similar manner the 
examiner has determined that claim 1 is directed to two different and patentably distinct chemical 
compounds, a si.y. compound composed of only carbon, hydrogen, silicon, o^ZSZ^ 
a P nd^ro B r n H e ; and * "T^ ami ™ com P ound ^prised of the same elements noted above 
S? wlh h ? VCr ' m th u C S ^f tltUted amine com P ound - the focus of reactivity is at the amine 
plten^ different " * C ° mP ° UndS ^ C ° mP ° UndS m tW ° r m ^ «■ 

Lmnnl^^^ of species in a Markush group, as noted above, is that the 

dflMeji. The examiner^ 

cla.med and therefor a restriction requirement was made. The examiner also gave extensive 
reasons for restnction including basic versus acidic properties, reactivities, etc For the same 
reasons, the cl ai ms d,rected to the making of the individual compounds, claims 7 and 8 were 
divided into two separate groups corresponding to the restriction of the compounds in Groups I 
and II. The claims of Group V are to making compounds not related to the compound ToT 
Groups I-IV and are thus properly restrictable. 

It is noted that applicant argues that the examiner must examine the "inventions" as a whole 
However, the examiner has the right under 35 U.S.C. 121 to limit the claims to a singteSosed 
mvention. By apphcant's own admission (i.e.- "inventions"), there is more than one inven t 
forth m claim 1 and other claims. The examiner has identified which claims are related to each 
separate invention claimed. Obviously claim 1 relates to two inventions, as deterniined by the 

"nVh" ,mP H y 7 tha !, 0n,y Part ° f daim 1 rdateS t0 the first claimed invention^dpt 
relates to the second claimed invention. Applicant's characterization of the restriction 

requirement based on including parts of a claim in separate groups as illogical is not found 

SdTJT,S? ° n Ttl™ V™ b u y thC eXaminer lt is ^ noted < hat meVhod of 
Group V » distinguished from the methods of Groups III and IV not only by the different method 
steps themselves, but by the absence of a methyl sulfonyl group in the produced compound as 

tlfpart P f irOff r8UmentS bCen CarefUI,y C ° nsidered ' but are not P^sive of error on 



DECISION 



Applicants' petition is DMIED The restriction requirement set forth by the examiner under 35 
U.S.C. 121 is proper and is maintained. 

Any request for reconsideration or review of this decision must be by way of a renewed petition 
lliZVc ? time'ly ™° *** ^ ^ ° f in be 



Should there be any quest.ons with respect to this decision, please contact William R. Dixon Jr 
by mail addressed to: : D.rector, Technology Center 1600/2900, Washington DC 20231 or'bv " 
telephone at (703)308-3824 or by facsimile transmission at (703) 308-7922 * 




in Kfttl 

)irector, Technology Center 1600/2900 



